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Supreme Court Upholds Constitutionality Of Inter
Partes Review Proceeding, Leaving Intact System In
Which Thousands Of Patents Have Been Challenged

In a long-awaited decision in the patent world, the U.S. Supreme Court,
7-2, rejected a constitutional challenge to the “inter partes review” (IPR)
process, which permits the U.S. Patent and Trademark Office (USPTO) to
determine that an already-granted patent claim is unpatentable via an
administrative process. The decision in Oil States Energy Services, LLC
v. Greene’s Energy Group, LLC, (Apr. 24, 2018), authored by Justice
Clarence Thomas, maintains a key provision of the 2011 America Invents
Act, in which the authority of the USPTO to entertain post-patent grant
challenges was expanded considerably. The IPR process has been used
to challenge thousands of granted patents.

Most significantly, the Supreme Court rejected Oil States’ argument that
only an Article Il court has the power to revoke a granted patent. The
Court reasoned that the grant of patent rights involves “public rights”
because it excludes the public from practicing what would otherwise be in
the public domain. With respect to public rights, Congress has
“substantial latitude” in determining how those rights are adjudicated. The
revocation of patent rights, the Court reasoned, is no different because it
“involves the same basic matter as the grant of a patent” and
consideration of the same statutory requirements.

Further, the Court said, there is nothing by its nature that would require
that patent validity be decided by a court. Historical practice is not
determinative; rather, Congress may specify how “public rights”are
resolved in multiple ways, including by reserving the power to decide
issues itself, or by delegating that power to executive officers or judicial
tribunals. Because of this flexibility, Congress has the authority to both
adopt provisions that would resemble a court-like procedure, as well as
permit validity determinations to be made by a “nonjury factfinder.” Thus,
the IPR proceeding does not violate the Seventh Amendment right to a
jury trial.

The Court emphasized that it was only determining the constitutionality of
the IPR, and only to the extent of the “precise constitutional challenges”
made. Thus, although the decision leaves the IPR proceeding intact, the
door is slightly ajar for future challenges.

For more information, contact the Barnes & Thornburg attorney with
whom you work or a member of the firm’s Intellectual Property Law
Department in the following offices: Atlanta (404-846-1693), Chicago
(312-357-1313), Columbus (614-628-0096), Dallas (214-258-4200),
Delaware (302-300-3434), Elkhart (574-293-0681), Fort Wayne
(260-423-9440), Grand Rapids (616-742-3930), Indianapolis
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(317-236-1313), Los Angeles (310-284-3880), Minneapolis
(612-333-2111), South Bend (574-233-1171), Washington, D.C.
(202-289-1313).

© 2018 Barnes & Thornburg LLP. All Rights Reserved. This page, and all
information on it, is proprietary and the property of Barnes & Thornburg
LLP. It may not be reproduced, in any form, without the express written
consent of Barnes & Thornburg LLP.

This Barnes & Thornburg LLP publication should not be construed as
legal advice or legal opinion on any specific facts or circumstances. The
contents are intended for general informational purposes only, and you
are urged to consult your own lawyer on any specific legal questions you
may have concerning your situation.

Visit us online at www.btlaw.com and follow us on Twitter @BTLawNews.


http://www.btlaw.com/
https://twitter.com/BTLawNews

